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DETAILED ACTION 

• This action is responsive to the following communication: Amendment after non- 
final action filed on 4/13/2009. 

• Claims 12, 15, 17-19 and 21 are now pending. 

Response to Arguments 

Applicant's amendments, filed 4/13/2009 have been entered and fully 
considered. In light of the applicant's amendments, the rejection(s) have been 
withdrawn. However, upon further consideration, a new ground(s) of rejection(s) have 
been made. 

Applicant's arguments have been considered but they are rendered moot in view 
of the new ground(s) of rejection. However, the examiner would like to respond that 
Yoshida does disclose the first setting means as recited in independent claims, please 
see rejection(s) of claim(s) below. 

Claim Rejections - 35 USC § 101 

Previous 101 rejections have been withdrawn in view of applicant's amendments 
to the claims. 

However, claims 15 and 17-19 are rejected under 35 U.S.C. 101 as not falling 
within one of the four statutory categories of invention. Supreme Court precedent and 
recent Federal Circuit decisions indicate that a statutory "process" under 35 U.S.C. 101 
must (1) be tied to another statutory category (such as a particular apparatus), or (2) 
transform underlying subject matter (such as an article or material) to a different state or 
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thing. While the claims 15 and 17-19 recite a series of steps or acts to be performed, 
the claim is not positively tied to another statutory category that accomplishes the 
claimed method steps, and therefore does not qualify as a statutory process. For 
example the image repeat function capable of performing a layout process to arrange 
plural data on the recording paper including steps of a first setting step, second setting 
step, selecting step and control step is of sufficient breadth that it would be reasonably 
interpreted as a series of steps completely performed mentally, verbally or without a 
machine. 

The Applicant has provided no explicit and deliberate definitions of "first setting 
step", "second setting step", "selecting step" and "control step" to limit the steps to be 
performed and executed by a machine and the claim language itself is sufficiently broad 
to read on a person mentally setting the number of data arranged in first and second 
directions independent of each other based on user instructions, selecting a first layout 
mode or second layout mode and executing or sketching the layout modes on a sheet 
of paper. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 12, 15 and 21 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claim 12 recites the limitation "a second setting unit configured to set the number 
of data arranged in second direction independently of the number of data arranged in 
the first direction based on the user instruction". There is insufficient antecedent basis 
for "set the number of data arranged in second direction" and "based on the user 
instruction" in the above stated limitation of the claim. 

Claims 15 and 21 recite similar features as identified for claim 12 above and are 
rejected on the same grounds. 

Examiner Notes 

Examiner cites particular paragraphs, columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. Although 
the specified citations are representative of the teachings in the art and are applied to 
the specific limitations within the individual claim, other passages and figures may apply 
as well. It is respectfully requested that, in preparing responses, the applicant fully 
consider the references in entirety as potentially teaching all or part of the claimed 
invention, as well as the context of the passage as taught by the prior art or disclosed 
by the examiner. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time 
the invention was made to a person having ordinary skill in the art to which said subject matter 
pertains. Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 12, 15, 17-19 and 21 are rejected under 35 U.S.C. 103 as being 
unpatentable over Yoshida Takehiro et al., JP 2002-016812 in view of Funamizu et 
al. , US 5,867,279 further in view of Suzuki, US 5,289,570. 

Re claim 12, Yoshida discloses an image forming apparatus (image 
communication device, drawing 8) which has an image repeat function (see abstract, 
drawings 14-15, paragraphs 92-100) capable of performing a layout process (see 
drawings 14-15) to arrange plural same data (see drawings 14-15, paragraphs 92-100) 
in a first direction (horizontal direction) and also arrange data same as the plural same 
data in a second direction (vertical direction) on a same face of the one recording paper 
(see drawings 14-15, paragraphs 92-100), comprising: a first setting unit (final 
controlling element 120, drawing 8, note that element 120 has a user interface with a 
ten key and a set key) configured to set a number of the data arranged in the first 
direction independently of a number of the data arranged in the second direction based 
on a user instruction (see abstract, paragraphs 70-71, 75, 97, note that instead of 
printing four identical images (two images in vertical direction and two images in 
horizontal direction as shown in drawing 14) on one A4 size sheet of paper, system 
(CPU 122, which controls the whole system) can be made to print two or three identical 
images based on a user's instruction on one A4 size sheet of paper). Yoshida further 
discloses a second layout mode (see drawings 14-15) being that, in the image repeat 
function, the mutually adjacent same data of the number set by said first setting unit are 
arranged in the first direction without an interval (see drawings 14-15, note that there is 
a boundary/cut line, CL to clarify the separation between the plural same mutually 
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adjacent images arranged in the first direction but there is no interval or margin between 
the images, see paragraphs 92-100), and also the mutually adjacent same data of the 
number set by setting unit are arranged in the second direction without an interval (see 
drawings 14-15, note that there is a boundary/cut line, CL to clarify the separation 
between the plural same adjacent images arranged in the second direction but there is 
no interval or margin between the images, see paragraphs 92-100); a controller (CPU 
122, drawing 8, CPU which controls the whole system) configured to execute the 
second layout mode in the image repeat function in a case where the second layout 
mode is selected (see drawings 14-15 with text). 

Yoshida fails to explicitly disclose a second setting unit configured to set a 
number of data arranged in a second direction independently of a number of the data 
arranged in a first direction based on a user instruction; a selecting unit configured to 
select a first layout mode or a second layout mode, the first layout mode being that, the 
mutually adjacent data are arranged in the first direction with at least one interval, and 
also the mutually adjacent data are arranged in the second direction with at least one 
interval, and a controller configured to execute the first layout mode in a case where the 
first layout mode is selected by said selecting unit, and executing the second layout 
mode in a case where the second layout mode is selected by said selecting unit. 

However, Funamizu teaches a second setting unit (see fig 44B) configured to set 
a number of data arranged in a second direction (vertical) independently of a number of 
the data arranged in a first direction (horizontal) based on a user instruction (see figs. 
36-38, 44 with text, note that user can choose the number of data to be arranged in a 
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vertical direction and a number of data to be arranged in a horizontal direction 
independently of each other based on user's preference such as 8in1 or 9in1 , etc.). 

Suzuki teaches a selecting unit (Ul 80, fig. 5) configured to select a first layout 
mode (see figures 23-27 with text) or a second layout mode (see figures 19-22 with text) 
(see col. 4, lines 56-59, col. 20, lines 1-37) the first layout mode being that, the mutually 
adjacent data are arranged in the first direction (horizontal) with at least one interval, 
and also the mutually adjacent data are arranged in the second direction (vertical) with 
at least one interval (see figures 23-27 with text, note that boundary region, M has white 
data as margin between the mutually adjacent data (G1-G4) arranged in horizontal and 
vertical directions), the second layout mode being that, the mutually adjacent data are 
arranged in the first direction without an interval, and also the mutually adjacent data are 
arranged in the second direction without an interval (see figures 19-22, note that 
boundary region, M does not have any white data as margin between the mutually 
adjacent data (G1-G4) arranged in horizontal and vertical directions); and a controller 
(CPU 103, fig. 5, note that CPU controls the whole picture image editing system 
including editing means, boundary means, input from Ul and interrupt processing 
routine) configured to execute the first layout mode in a case where the first layout 
mode is selected by said selecting unit, and executing the second layout mode in a 
case where the second layout mode is selected by said selecting unit (see figures 19-26 
with corresponding text). 

It would have been advantageous to modify the image communication device of 
Yoshida to include image copying techniques as taught by Funamizu and the picture 
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image editing system and techniques as taught by Suzuki for the benefit of setting a 
layout for arranging number of data in horizontal and vertical directions independently of 
each other on a single sheet of paper based on user's preference as taught by 
Funamizu in figures 36-38, 44 and "forming single-page picture image data in a page 
memory device by editing a plurality of sets or groups of picture image data input from 
an input unit, and then furnishing such picture image data edited in a single page format 
to picture image output equipment" as taught by Suzuki at column 1, lines 5-15. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the apparatus of Yoshida with the apparatuses of Funamizu and 
Suzuki to reach the aforementioned advantage. 

Re claim 15, claim 15 recites identical features, as claim 12, except claim 15 is a 
method claim. Thus, arguments made for claim 1 2 are applicable for claim 1 5. 

Re claim 17, Yoshida in view Funamizu further in view of Suzuki discloses 
wherein the layout process in the image repeat function (Yoshida, drawing 14, abstract) 
can be performed by an image forming apparatus (Yoshida, drawing 1; Suzuki, figure 2) 
capable of printing either one of image data sent from a scanner (Suzuki, element 20, 
figures 2, 5 with text) and image data sent from a computer (see Yoshida, paragraphs 9, 
121-123, note that data can be sent from a PC to another PC and can be printed; 
Suzuki element 80, figs. 2, 5 with text), and said selection step enables to select either 
one of the first layout mode and the second layout mode (see Suzuki, col. 4, lines 56- 
59, col. 20, lines 1-37; figs. 19-26 with text) in the image repeat function (see Yoshida, 
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abstract; drawings 14-15 with text) through an operation unit (Ul 80, fig. 5 of Suzuki) of 
the image forming apparatus (copying machine of Suzuki as a whole as shown in fig. 2) 
(see Suzuki, figures 2,5 with text). 

Re claim 18, Yoshida in view Funamizu further in view of Suzuki discloses 
wherein the layout process in the image repeat function (Yoshida, drawing 14, abstract) 
can be performed by an image forming apparatus (Yoshida, drawing 1; Suzuki, figure 2) 
capable of printing image data sent from a computer (see Yoshida, paragraphs 9, 121- 
123, note that data can be sent from a PC to another PC and can be printed; Suzuki, 
element 80, figures 2, 5 with text), and said selection step enables to select either one 
of the first layout mode and the second layout mode (see Suzuki, col. 4, lines 56-59, col. 
20, lines 1-37; figs. 19-26 with text) in the image repeat function through an operation 
unit (Ul 80, fig. 5 of Suzuki) of the computer (see Suzuki, figures 2,5 with text; Yoshida, 
paragraphs 121-123). 

Re claim 19, Yoshida in view Funamizu further in view of Suzuki discloses 
wherein the layout process (see Suzuki, figures 19-26) in the image repeat function 
(Yoshida, drawing 14, paragraph 97-100, abstract) can be performed by a computer 
(see Suzuki, figures 2, 5 with text; Yoshida, paragraphs 9, 121-123, note that 
processing performed by Facsimile can also be performed by a PC) capable of 
outputting image data printable by an image forming apparatus (Suzuki, figures 2, 5 with 
text; Yoshida, paragraph 123), and said selection step enables to select either one of 
the first layout mode and the second layout mode (see Suzuki, col. 4, lines 56-59, col. 
20, lines 1-37; figs. 19-26 with text) in the image repeat function through an operation 
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unit (Ul 80, fig. 5 of Suzuki) of the computer (see Suzuki, figures 2, 5 with text; Yoshida, 
paragraphs 121-123). 

Re claim 21, claim 21 recites identical features, as claim 15, except claim 21 
merely deals with executing the method of claim 15 on a computer. Thus, arguments 
made for claim 1 5 are applicable for claim 21 . 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Contact Information 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PAWANDEEP S. DHINGRA whose telephone number is 
(571)270-1231. The examiner can normally be reached on M-F, 9:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (571) 272-7437. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner, Art Unit 2625 
/David K Moore/ 

Supervisory Patent Examiner, Art Unit 2625 



